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DETAILED ACTION 

1 . This is a Non-Final rejection in response to application filed 02-25-2004. 

2. Claims 1-23 are pending in the case. Claims 1, 10, 12, 13, 20, and 23 are independent 
claims. 

3 . Priority dated 04-26-2000. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains* 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robinson et al.,/1 framework for interacting with paper^ Eurographics '97, Volume 16, 
Number 3 - [wivw.cl.cam.ac.uk/Research/Origami/Origamil997c/index.html] (hereinafter 
Robison) in view of Moran et al., US 6,326,946 Bl filed 09/17/1998 (hereinafter Moran). 

Regarding independent claim 1, Robinson teaches a user system connected to a 
communication network comprising one or more servers. Specifically, Robinson discloses 
user interfaces for computer systems (Robinson the Abstract), and in (Robinson sections 3, 4.4 
and 7). 



Application/Control Nxmiber: 10/786,201 Page 3 

Art Unit: 2176 

Also, Robinson teaches identifying a physical document, the physical document 
comprising one or identifying a page of the physical document. Specifically, Robinson 
discloses a method of marking the paper documents with a unique identifier (Robinson Section 
2-para 5). 

In addition, Robinson teaches identifying the selected marked item by referring to a 
hyperlink table, the hyperlink table comprising an indication of a position of each marked 
item on the identified page; identifying information or a service associated with the selected 
marked item by referring to the hyperlink table, the hyperlink table comprising, for each 
marked item of each page of the document, identification on a server of the information or 
the service associated with the selected marked item; and accessing the information or the 
service associated with the selected marked item. Specifically, Robinson discloses a method 
of marking the paper documents with a unique identifier, wherein other forms of hypertext can 
be absorbed into the animated paper document system for importing and exporting. The links is 
associated with web paper in the Registry, the page can be printed on paper, and links activated 
by placing the paper on a DigitalDesk and pointing for importing/exporting (Robinson sections 
4, 4.1, and 4.4.). 

Furthermore, Robison does not teach, but Moran teaches determining a position of a 
point pressed on a touch foil, the touch foil being placed and aligned over or under the 
identified page of the physical document, the identified page comprising one or more 
marked items, and the touch foil being pressed at a point corresponding to a selected 
marked item. Specifically, Moran discloses determining a position of a point pressed on a touch 
foil which is placed and aligned over or under the identified page of the physical document in 
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(Moran col. 6 lines 13-19) and identifying and accessing a service associated with a selected 
marked item in (Moran col. 2 line 50 - col. 3 line 3). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran into Robinson to create the invention as claimed. It would have 
been obvious and desirable to use a touch foil to locate electronically the marked positions on the 
paper because the touch foil can achieve a high degree of accuracy in determining the positions 
of the marks. It also would have been obvious and desirable to associate digital services with the 
marks in addition to information in order to add more features to help the users draft, modify and 
annotate their documents. 

Regarding dependent claim 2, Robinson teaches accessing a hyperlink table 
associated with an identified physical document (Robinson sections 4.1 and 4.4). 

Regarding dependent claim 3, Robinson teaches determining a destination address in 
the communications network where the information or service associated with the selected 
marked item can be accessed (Robinson sections 4.4 and 7). 

Regarding dependent claim 4, Robinson teaches an Internet Protocol 
communications network, servers which are Web servers, a user system comprising Web 
browsers, a destination address which is a Uniform Resource Locator, and that the 
information or service comprises at least one Web page (Robinson sections 3, 4.4, and 7). 

Robinson uses mostly commodity hardware and the registry and adaptors are written to 
work as a distributed system. Commodity hardware forming a distributed system may inherently 
use Internet Protocol, Web servers, Uniform Resource Locators, a user system comprising Web 
browsers, and information and services contained on web pages because those are all standards 
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of geographically dispersed networking and one of ordinary skill in the art would have wanted to 
utilize standard equipment to create a cost effective and compatible system. 

Regarding dependent claim 5, Robinson teaches wherein the physical document has a 
form and comprises a physical surface and a material, wherein the physical surface 
comprises an engraved, a printed, a painted, or a written surface, wherein the material 
comprises paper, wood, or plastic, and wherein the form comprises a newspaper, magazine, 
book, catalog, geographical map, photograph, or painting. Specifically, Robinson disclose in 
the abstract that the physical document comprises a physical surface made of paper on which is 
printed ink (Robinson the Abstract). 

Regarding dependent claim 6, Robinson teaches wherein a marked item on a 
physical document comprises a word, a letter, an icon, a graphic, a symbol, or a mark. 
Specifically, Robinson discloses mark the paper with a reference (Robison Section 2). Moran 
also teaches this in the abstract. 

Regarding dependent claim 7, Robinson teaches in section 4.4 that the hyperlink table 
comprises additional information which may be accessed and which may include a title, an 
author, and a date. 

Regarding dependent claim 8, Robinson teaches in section 2 that the physical 
document comprises a plurality of pages and that the identified page is one page of the 
plurality of pages. 

Regarding dependent claim 9, Robinson does not teach, but Moran does teach a touch 
foil sensitive to pressure exercised over any point in (Moran col. 6 lines 13-19). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran with Robinson to create the claimed invention. It would have been 
obvious and desirable to use a touch foil to locate electronically the marked positions on the 
paper because the touch foil can achieve a high degree of accuracy in determining the positions 
of the marks. 

Regarding independent claim 10, the rejection of claim 1 is fully incorporated. 
In addition, a user system embodied therein for performance the method of claim 1. 
Specifically, Robinson discloses user interfaces for computer systems (Robinson the Abstract). 

Also, Robinson teaches a means for identifying a marked item by referring to a 
hyperlink table, identifying information associated with the selected marked item by 
referring to the hyperlink table, and accessing the information associated with the selected 
marked item in (Robinson section 4.1) 

In addition, Robinson does not teach, but Moran teaches a means for determining a 
position of a point pressed on a touch foil, the touch foil being placed and aligned over or 
under the identified page of the physical document or identifying and accessing a service 
associated with the selected marked item. Specifically, Moran discloses a means for 
determining a position of a point pressed on a touch foil which is placed and aligned over or 
under the identified page of the physical document in (Moran col. 6 lines 13-19) and identifying 
and accessing a service associated with a selected marked item in (Moran col. 2 line 50 - col. 3 
line 3). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran into Robinson to create the invention as claimed. It would have 
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been obvious and desirable to use a touch foil to locate electronically the marked positions on the 
paper because the touch foil can achieve a high degree of accuracy in determining the positions 
of the marks. It also would have been obvious and desirable to associate digital services with the 
marks in addition to information in order to add more features to help the users draft, modify and 
annotate their documents. 

Regarding dependent claim 11, Robinson teaches a user system connected to a 
communication network comprising one or more servers in (Robinson sections 3, 4.4 and 7). 

In addition, Robinson does not teach, but Moran teaches is a transmitting means 
between the touch foil and the user system for transmitting the position of the points 
pressed on the touch foil. Specifically Moran discloses a transmitting means between the touch 
foil and the user system for transmitting the position of the points pressed on the touch foil in 
(Moran col. 6 lines 13-34). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran with Robinson to create the claimed invention. It would be 
inherently necessary to create a communication link between the touch foil and the user system 
for the touch foil taught by Moran to be useful. 

Regarding independent claim 12, the rejection of claim 1 is fully incorporated. 
In addition, a computer program on a computer readable medium embodied therein for 
performance the method of claim 1 . Specifically, Robinson discloses a high- level systems 
programming language that particularly lends itself to operation in a distributed environment 
(Robinson section 2). 
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Also, Robinson teaches steps for identifying a marked item by referring to a 
hyperlink table, identifying information associated with the selected marked item by 
referring to the hyperlink table, and accessing the information associated with the selected 
marked item in (Robinson section 4.1). 

In addition, Robinson does not teach, but Moran teaches steps for determining a 
position of a point pressed on a touch foil, the touch foil being placed and aligned over or 
under the identified page of the physical document or identifying and accessing a service 
associated with the selected marked item. Specifically, Moran discloses a means for 
determining a position of a point pressed on a touch foil which is placed and aligned over or 
under the identified page of the physical document in (Moran col. 6 lines 13-19) and identifying 
and accessing a service associated with a selected marked item in (Moran col. 2 line 50 - col. 3 
line 3). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran into Robinson to create the invention as claimed. It would have 
been obvious and desirable to use a touch foil to locate electronically the marked positions on the 
paper because the touch foil can achieve a high degree of accuracy in determining the positions 
of the marks. It also would have been obvious and desirable to associate digital services with the 
marks in addition to information in order to add more features to help the users draft, modify and 
annotate their documents. 

Regarding independent claim 13, the rejection of claim 1 is fully incorporated. In 
addition, Robinson teaches storing in the hyperlink table an identification of the physical 
document for each page of the physical document; storing in the hyperlink table an 
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identification of the identified page; storing in the hyperlink table an identification within 
the communication network of information or a service associated with each marked item; 
and storing, in the hyperlink table, positions of pioints corresponding to marked items, the 
hyperlink table comprising, for each marked item, an indication of its position on the 
identified page. Specifically, Robinson discloses a method of marking the paper documents with 
a unique identifier, wherein other forms of hypertext can be absorbed into the animated paper 
document system for importing and exporting. The links is associated with web paper in the 
Registry, the page can be printed on paper, and links activated by placing the paper on a 
DigitalDesk and pointing for importing/exporting (Robinson sections 4, 4.1, and 4.4.), and 
Robison discloses the registry provides the central directory service for animated paper 
documents. It stores the image of each active document and the code of any interactors, together 
with cross-references between these and indexes to identify them (Robinson section 3). 

Regarding dependent claim 14, Robinson teaches in section 4.4 storing a destination 
address in the communication network where information associated with a selected 
marked item can be accessed. 

In addition, Robinson does not teach, but Moran teaches the service associated with a 
selected marked item. Specifically, Moran discloses service associated with a selected marked 
item (Moran col. 2 line 50 - col. 3 line 3). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran into Robinson to create the invention as claimed. It would have 
been obvious and desirable to associate digital services with the marks in addition to information 
in order to add more features to help the users draft, modify and annotate their documents. 
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Regarding dependent claim IS, Robinson teaches an Internet Protocol 
communications network, servers which are Web servers, a user system comprising Web 
browsers, a destination address which is a Uniform Resource Locator, and that the 
information or service comprises at least one Web page in (Robinson sections 3, 4.4, and 7). 
Robinson uses mostly commodity hardware and the registry and adaptors are written to work as 
a distributed system. Commodity hardware forming a distributed system inherently uses Internet 
Protocol, Web servers, Uniform Resource Locators, a user system comprising Web browsers, 
and information and services contained on web pages because those are all standards of 
geographically dispersed networking and one of ordinary skill in the art would have wanted to 
utilize standard equipment to create a cost effective and compatible system. 

Regarding dependent claim 16, Robinson teaches wherein the physical document has 
a form and comprises a physical surface and a material, wherein the physical surface 
comprises an engraved, a printed, a painted, or a written surface, wherein the material 
comprises paper, wood, or plastic, and wherein the form comprises a newspaper, magazine, 
book, catalog, geographical map, photograph, or painting. Specifically, Robinson disclose in 
the abstract that the physical document comprises a physical surface made of paper on which is 
printed ink (Robinson the Abstract). 

Regarding dependent claim 17, Robinson teaches wherein a marked item on a 
physical document comprises a word, a letter, an icon, a graphic, a symbol, or a mark. 
Specifically, Robinson discloses mark the paper with a reference (Robison Section 2). Moran 
also teaches this in the abstract. 
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Regarding dependent claim 18, Robinson teaches storing in the hyperlink table 
additional information related document, the additional information comprising a title, an 
author, and a date. For example, Robison discloses the registry provides the central directory 
service for animated paper documents. It stores the image of each active document and the code 
of any interactors, together with cross-references between these and indexes to identify them 
(Robinson section 3). 

Regarding dependent claim 19, Robinson teaches in the abstract and section 2 that the 
physical document comprises a plurality of pages and wherein the identified page is one 
page of the plurality of pages. 

Regarding independent claim 20, the rejection of claim 13 is fully incorporated. In 
addition, a user system embodied therein for performance the method of claim 13. Specifically, 
Robinson discloses user interfaces for computer systems (Robinson the Abstract). 

Regarding independent claim 21, Robinson teaches the user system is connected to a 
communication network comprising one or a plurality of servers (Robinson sections 3, 4,4, 
and 7). Robinson uses mostly commodity hardware and the registry and adaptors are written to 
work as a distributed system. Commodity hardware forming a distributed system may inherently 
use Intemet Protocol, Web servers, Uniform Resource Locators, a user system comprising Web 
browsers, and information and services contained on web pages because those are all standards 
of geographically dispersed networking and one of ordinary skill in the art would have wanted to 
utilize standard equipment to create a cost effective and compatible system. 

In addition, Robinson does not teach, but Moran teaches s a transmitting means 
between the touch foil and the user system for transmitting the position of the points 
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pressed on the touch foil. Specifically, Moran discloses a means for determining a position of a 
point pressed on a touch foil which is placed and aligned over or under the identified page of the 
physical document in (Moran col. 6 lines 13-19) and identifying and accessing a service 
associated with a selected marked item in (Moran col. 2 line 50 - col. 3 line 3). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Moran into Robinson to create the invention as claimed. It would have 
been obvious and desirable to use a touch foil to locate electronically the marked positions on the 
paper because the touch foil can achieve a high degree of accuracy in determining the positions* 
of the marks. It also would have been obvious and desirable to associate digital services with the 
marks in addition to information in order to add more features to help the users draft, modify and 
annotate their documents. 

Regarding dependent claim 22, Robinson does not teach, but Moran teaches s a 
wherein the touch foil comprises a transparent touch foil, the touch foil being placed and 
aligned over the identified page of the physical document. Specifically, Moran discloses a 
means for determining a position of a point pressed on a touch foil which is placed and aligned 
over or under the identified page of the physical document in (Moran col. 6 lines 13-14) and 
identifying and accessing a service associated with a selected marked item in (Moran col. 2 line 
50 - col. 3 line 3). It would be inherently necessary to create a communication link between the 
touch foil and the user system for the touch foil taught by Moran to be useful. 

Regarding independent claim 23, the rejection of claim 13 is fully incorporated. In 
addition, a computer program stored on a computer readable medium embodied therein for 
performance the method of claim 13. Specifically, Robinson discloses user interfaces for 
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computer systems (Robinson the Abstract), and Robinson discloses a high- level systems 
programming language that particularly lends itself to operation in a distributed environment 
(Robinson section 2). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Schena et al US 6,448,979 issued 09 -2002 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quoc A, Tran whose telephone number is 571-272-8664. The 
examiner can normally be reached on 9AM - 5PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hemdon R. Heather can be reached on 571-272-4136. The fax phone number for the 
organization where this application or proceeding is assigned is (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status infonhation for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Quoc A. Tran - 1-19-2007 
GAU2176 

Heather R. Hemdon 
Supervisory Patent Examiner 
Technology Center 21 00 



